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Sir: 

This is ah appeal from the decision of the Examiner mailed on June 29, 
2007 finally rejecting claims 1-19 and 21-25. 

REAL PARTY IN INTEREST 
The real party in interest in this appeal is West Services, Inc. (who is 
owned by Thomson Reuters, Inc.) as evidenced by an Assignment filed at 
Reel 020397, Frame 0767, who has acquired RealLegal, LLC, who acquired 
title from the inventors as evidenced by an Assignment filed at Reel 015967, 
Frame 0361. 

RELATED APPEALS AND INTERFERENCES 
There are no appeals or interferences that are related to this case. 

STATUS OF THE CLAIMS 
Claims 1-19 and 21-25 remain in this application. Claim 20 has been 
cancelled. 

This appeal is taken from the final rejection of claims 1-19 and 21-25. 
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No claims are allowed, 

STATUS OF AMENDMENTS 
' An Amendment and Response was. filed on May 8, 2007 in response to 
a August 9, 2006 Office Action. The Examiner submitted a Final Office 
Action on June 29, 2007. An Amendment After Final Rejection was filed on 
September 12, 2007. In a September 25, 2007 Advisory Action, the Examiner 
stated that the September 12, 2007 Amendment would not be entered for 
purposes of appeal, alleging that the Amendment raised new issues. 

SUMMARY OF CLAIMED SUBJECT MATTER 
Claim 1 is an independent claim, from which claims 2-16 each 
ultimately depend. The preamble of claim 1 is directed to a method of 
producing a computer program product on a computer readable medium 
wherein the computer readable medium comprises electronic versions of 
transcripts with links operably connecting the electronic versions of 
transcripts with electronic versions of exhibits. (Page 3, lines 19-24; page 4, 
lines 1-7; page 5, lines 18-23; page 6, lines 1-16). Claim 1 recites the step of 
importing one or more electronic transcript files and one or more electronic 
exhibit files to a publisher. (Page 8, lines 18-24). In another step, claim 1 
recites establishing an operable electronic link in at least one of the electronic 
transcript files between the at least one of the electronic transcript files and at 
least one of the electronic exhibit files. (Page 1 1, lines 14-24). Claim 1 
further recites the step of writing the one or more electronic transcript files 
and the one or more electronic exhibit files with the established operable 
electronic link to at least one memory file on the computer readable medium. 
(Page 12, lines 2-6). Claim 1 also includes the step of providing a means on 
the computer readable medium to view the one or more electronic transcript 
files and the operably linked one or more electronic exhibit files. (Page 6, 
lines 20-24; page 7, 1-3, 8-12, 22-24; page 8, lines 1-17). 

Claim 1 recites a means "on the computer readable medium to view the 
one or more electronic transcript files and the operably linked one or more 
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electronic exhibit files", which is a means-plus-function limitation pursuant to 
35 U.S.C. § 112(6). Insufficient structure is disclosed within the limitation 
for performing the recited function of accessing the first and second 
deformation members to create at least first and second deformation cavities. 
Accordingly, the limitation must be construed under 35 U.S.C. § 112(6). 
Appellant's specification, at page 7, lines 22-24 and page 8, lines 1-17, 
identifies a number of exemplary embodiments that define the means as ''a 
viewer 26 or locally accessible viewer, associated with product 20 [that] 
provides a user controllable display of the electronic transcript 22 and the 
exhibits 24 associated therewith.'' It may be provided as one or more viewer 
modules. 

Claim 17 is an independent claim, from which claims 18, 19 and 21-24 
each ultimately depend. The preamble of claim 17 is directed to a computer 
program product stored in a computer readable medium. Claim 17 requires a 
computer readable niedium including a computer readable code embodied 
therein for processing data to provide an electronic transcript and at least one 
operable electronic link between the electronic transcript and the electronic 
exhibit. (Page 5, lines 19-24; page 6, lines 1-2), Claim 17 recites that the 
computer readable medium includes an importing module configured to 
import one or more electronic transcript files and one or more electronic 
exhibit files (Page 10, lines 1-20); an association module configured to 
establish an operable electronic link in the one or more electronic transcript 
files to provide an operable electronic link between at least one of the one of 
more electronic transcript files and the one or more electronic exhibit fileis 
(Page 11, lines 14-24); a writing module configured to write the imported 
electronic transcript files and electronic exhibit files with the operable 
electronic link established by the association module to at least one memory 
file in the computer readable medium (Page 12, lines 2-6); and a viewing 
module in the computer readable medium configured to allow a user to view 
the at least one memory file. (Page 6, lines 20-24; page 7, 1-3, 8-12, 22-24; 
page 8, lines 1-17). 
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Claim 25 is an independent claim, from which no claims depend. The 
preamble of claim 25 is directed to an apparatus for providing a viewable 
electronic transcript and an associated electronic exhibit. Claim 25 recites at 

■ 

least one memory file in a computer readable medium and at least one 
processor (Page 6, lines 16-20). Claim 25 recites that the at least one memory 
file in the computer readable medium includes one or more electronic 
transcript files; one or more electronic exhibit files; and at least one operable 
electronic link in the one or more electronic transcript files operably linking 
at least brie of the one or more electronic transcript files and at least one 
electronic exhibit file of the one or more electronic exhibit files. (Page 1 1, 
lines 14-24) Claim 25 recites that the at least one processor includes a reader 
to read the at least one memory file from the computer readable medium; and 
a viewer to display the at least one memory file, the viewer being configured 
to allow simultaneous display of the one or more electronic transcript and any 
operable electronically linked electronic exhibits. (Page 6, lines 16-24; page 
7, lines 1-13). 

Claims 2-19 and 21-25 do not recite a means-plus-function limitation 
pursuant to 35 U.S.C. § 1 12(6). 

GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

A. The Examiner rejected claims 1-16 and 25 under 35 U.S.C. § 
101, alleging the claims to be directed to non-statutory subject matter. 

B. The Examiner rejected claims 1-19 and 21-25 under 35 U.S.C. § 
102(a) as being anticipated by United States Patent Application Publication 
No. 2003/0078973 (" Przekop ct al. ") 

ARGUMENT 

A. Claims 1-16 and 25 are patentable under 35 U.S.C. $ 101. 

The Examiner has rejected claims 1-16 and 25 under 35 U.S.C. § 101, 
alleging the claims to be directed to non-statutory subject matter. 
Specifically, the Examiner states that "computer readable medium", as used 
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within the claim limitations, may be read as a "carrier wave", which is non- 
statutory.^ The appellant respectfully disagrees. 

A carrier wave is commonly a waveform suitable for modulation by an 
information-bearing signal. Such acarrier is usually a sinusoidal wave or a 
uniform or predictable series of pulses. Claim 1 specifically modifies the 
term ^'computer readable medium'', stating that one required step of the 
claimed method includes "writing the one or more electronic transcript files 
and the one or more electronic exhibit files with the established operable 
electronic link to at least one memory file on the computer readable medium." 
Carrier waves are not capable of being "written to", let alone storing 
electronic files with one or more links, to separate memory files. The term is 
further narrowed when another step of the claimed method requires 
"providing a means on the computer readable medium to view the one or more 
electronic transcript files and the operably linked one or more electronic 
exhibit files." Again, a carrier wave is incapable of use as the medium for 
carrying out such a limitation. 

In the specification, the "computer readable mediuni" is defined by the 
examples of a local processor^ a remote processor over a network connection, 
or an external media source such as a CDROM, a DVD, a magnetic disk, a 
tape drive or the like. Such examples are capable of fulfilling the claimed 
methodology, whereas a carrier wave simply is not. 

Claim 1 specifically claims electronic files, viewer means and the like, 
associated with a computer readable medium, thus producing a "useful, 
concrete and tangible" result. Claims 2-16 each ultimately depend from claim 
1 and are allowable for at least the reasons set forth herein with respect to 
claim 1. 

' The Examiner suggested the term "computer readable medium" be changed 
to "computer readable storage medium" to avoid the present rejection. 
Applicant so amended the subject claim limitations in the September 12, 2007 
Amendment After Final Rejection. However, the Examiner refused to enter 
the amendment for purposes of appeal despite the fact that such entry would 
have narrowed the scope of the present appeal. 
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Claim 25 similarly modifies the claim term, ^'computer readable 
medium", at least to the extent that claim 25 is directed to an apparatus 
including "at least one memory file in a computer readable medium." Carrier 
waves are not capable of performing as a host for memory files as they are not 
repositories for data storage. Moreover, the memory file within the computer 
readable medium includes "at least one operable electronic link in the one or 
more electronic transcript files operably linking at least one of the one or 
more electronic transcript files and at least one electronic exhibit file of the 
one or more electronic exhibit files." Such limitations are not possible with 
carrier waves. 

The rejection of claims 1-16 and 25 under 35 USC § 101 is believed to 
be inappropriate in view of the claimed limitations. 

B. Claims 1-19 and 21-25 are patentable under 35 U.S.C. S 102ra^ 
over United States Patent Application Publication No. 2003/0078973 to 
Przekop et al. 

Przekop et al. teaches a system that synchronizes electronic 
video/audio records and corresponding electronic transcripts of the 
video/audio records. Accordingly, the transcripts are. simply the same 
information as the video/audio records, but in different file formats. Claims 
1,17 and 25 each are specifically related to operable electronic linking of 
"electronic transcripts" and "electronic exhibit files," which are files 
containing different information. Specifically, as defined in the specification: 

During a court proceeding such as a deposition, hearing, trial or 
other proceeding, court reporters transcribe the words spoken 
into court transcrijDts. Oftentimes, during court proceedings, 
various exhibits, such as documents, pictures, maps, charts, or 
the like, are used or referred to. 

(Page 1, lines 10-14.) 

Accordingly, a transcript and an exhibit are, by definition, documents 
containing different information. To be sure, it is conceivable that a portion 
of a legal transcript could end up as an exhibit in the same legal proceeding 
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being transcribed. However, the transcript and the exhibit representing a 
portion of the transcript, prior to the exhibit being offered, are clearly 
different from one another. It is Inconceivable where a transcript and an 
associated exhibit will be the same document, whether electronic or in paper 
form. In such an instance, the appellant would not claim the documents using 
different terms, defined as such within the specification. Simply, the 
limitation would likely read, "electronically linking one copy of an electronic 
transcript with a second copy of the electronic transcript." However, such a 
system would be nearly useless. 

To the extent the Examiner argues that the claims are being interpreted 
in their broadest sense, the Examiner is, in fact, reading a recitation out of the 
claim. In other words, the Examiner is not permitted to interpret the claims 
so broadly that the interpretation runs counter to the specification's teachings 
and the accepted understanding of differing terms as they are used in the 
relevant art. 

Anticipation under 35 U.S.C. § 102 focuses on the question of whether 
or not a claim reads on the product or process disclosed by a prior art 
reference, not what the reference broadly "teaches." Kalman v. Kimbcrlv- 
Clarke Corp. , 713 F.2d 76Q (Fed. Cir. 1983). 'Tor a prior art reference to 
anticipate in terms of 35 U.S.C. § 102, every element of the claimed function 
must be identically shown in a single reference." Diversitech Corp. v. 
Century Steps. Inc.. 850 F.2d 675 (Fed. Cir. 1988); Verdegaal Bros, v. Union 
Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed, Cir. 
1987) (A claim is anticipated only if each and every element as set forth in 
the claim is found, either expressly or inherently described, in a single prior 
art reference). 

The differences between the system of the Przekop et al. reference and 
appellant's claimed system are substantial and significant, as described 
herein. The Przekop et al. reference teaches linking an audio or video record 
to a transcript of the record, whereas the present system links electronic 
transcripts with electronic exhibit files associated within the matter that was 
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transcribed. This distinction is claimed specincally within claims I , 17 and 
25. Accordingly, claims 1, 17 and 25 are believed to be patentably distinct 
from the prior art. Claims 2-16 each ultimately depend from claim I and 
claims 18, 19, and 21-24 each ultimately depend from claim 17. Accordingly, 
the aforementioned dependent claims are believed to be allowable for at least 
the reasons set forth herein with respect to claims 1 and 17. As such, the 
Examiner's rejections should be reversed. 



Reversal of the Examiner's final rejection of claims 1-16 and 25, under 
35 use § 101, and claims 1-19 and 21-25, under 35 U.S.C. § 102(b) over the 
Przecop et al. reference, is respectfully requested for the above-stated 



Request : 



reasons. 



Signed this 12th day of March, 2009. 




Respectfully submitted 



Brian Kihnear, P.C; 
Registration No. 43,717 
ATTORNEY FOR APPELLANTS 
HOLLAND & HART LLP 
Post Office Box 8749 
555 17'^ Street, Suite 3200 
Denver, Colorado 80201 
(303) 295-8000 



CLAIMS APPENDIX 

• * 

The Claims involved in this Appeal read as follows: 

1. A method of producing a cornputer program product on a computer readable 
medium wherein the computer readable medium comprises electronic versions of 
transcripts with links operably connecting the electronic versions of transcripts with 
electronic versions of exhibits, the method performed on a processor comprising the steps 
of: 

importing one or more electronic transcript files and one or more electronic exhibit 
files to a publisher; 

establishing an operable electronic link in at least one of the electronic transcript 
files between the at least one of the electronic transcript files and at least one of the 
electronic exhibit files; 

writing the one or more electronic transcript files and the one or more electronic 
exhibit files with the established operable electronic link to at least one memory file on 
the computer readable medium; and 

providing a means on the computer readable medium to view the one or more 
electronic transcript files and the operably linked one or more electronic exhibit files, 

2. The method of claim 1, wherein the writing step comprises writing to a 
portable computer readable medium device. 

3. The method of claim 2, wherein the portable computer readable medium 
device comprises a magnetic disk, an optical disk, a tape, or a removable hard disk. 

4. The method of claim 1, wherein the writing step comprises writing to the 
computer readable medium that comprises a local memory file accessible from a local 
processor. 
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5. The method of claim 1, wherein the writing step comprises writing to the 
computer readable medium that comprises a remote memory file accessible from a local 
processor. 

6. The method of claim 5, wherein the remote memory file is accessible 
through a network. 

7. The method of claim 6, wherein the network comprises at least one of a 
LAN, WAN, WLAN. Wi Fi network, Ethernet, Internet, World Wide Web, or an optical 
network, 

8. The method of claim 1, further comprising the steps of: 

establishing a network connection between the at least one memory file and a local 
processor; and 

launching the provided means to view at the local processor. 

9. The method of claim 1, wherein the step of establishing the operable 
electronic link comprises establishing a hyper-jink from the at least one of the one or 
more electronic transcripts to at least one of the one or more electronic exhibits, 

10. The method of claim 9, wherein the hyper-link is established in the at least 
one of the one or more electronic transcripts at a first reference to the at least one of the 
one or more electronic exhibits. 

1 1. The method of claim 9, wherein the hyper-link is established in the at least 
one of the one or more electronic transcripts at all references to the at least one of the one 
or more electronic exhibits. 

12. The method of claim 9, wherein the hyper-link is established in the at least 
one of the one or more electronic transcripts at one or more user defined link points to the 
at least one of the one or more electronic exhibits. 
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13. The method of claim 1, wherein the providing a means to view step provides 
a means to view the electronic transcript and the operable electronic linked electronic 
exhibit substantially simultaneously. 

14. The method of claim 13, wherein the providing a means to view step further 
provides independent controls of the viewed electronic transcript and the operable 
electronic linked electronic exhibit. 

15. The method of claim 1, further comprising the step of providing an interface 
to allow a user to select one or more electronic transcripts to view. 

16. The method of claim I, wherein the providing a means to view step provides 
means to view electronic exhibit files selected from a group of files consisting of: video, 
audio, video/audio, animation, MPEGS, still images, text files, TIF, PDF, JPG, bitmap, 
GIF format, and JPEGS. 

17. A computer program product stored in a computer readable medium 
comprising: 

a computer readable medium including computer readable code embodied therein 
for processing data to provide an electronic transcript and at least one operable electronic 
link between the electronic transcript and the electronic exhibit, the computer readable 
medium comprising: 

an importing module configured to import one or more electronic transcript files 
and one or more electronic exhibit files; 

an association module configured to establish an operable electronic electronic link 
in the one or more electronic transcript files to provide an operable electronic link 
between at least one of the one or more electronic transcript files and the one or more 
electronic exhibit files; 
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a writing module configured to write the imported electronic transcript files and 
electronic exhibit files with the operable electronic link established by the association 
module to at least one memory Hie in the computer readable medium; and 

a viewing module in the computer readable medium configured to allow a user to 
view the at least one memory file. 

18. The computer program product of claim 17, wherein the writing module is 
configured to write to a file accessible to the computer readable medium over a network. 

19. The computer program product of claim 17, wherein the writing module is 

* 

configured to write the at least one memory file to a computer readable medium selected 
from a group of medium consisting of: a magnetic disk, and optical disk, a tape, a 
removable hard disk, a CDROM, or a DVD disk. 

20. (canceled) 

21. The computer program product of claim 17, wherein the viewing module is 
configured to view at least one of video, audio, video/audio, animation, MPEGS, still 
images, text files, TIF, PDF, JPG, bitmap, GIF format, and JPEGS. 

22. The computer program product of claim 17, wherein the viewing module is 
configured to access the at least one memory file on the computer readable medium 
through a network connection. 

23. The computer program product of claim 22, wherein the viewing module is 
configured to download the at least one memory file from the computer readable medium. 

24. The computer program product of claim 22, wherein the vievying module is 
configured to stream the at least one memory file from the computer readable medium. 

25. An apparatus for providing a viewable electronic transcript and an 
associated electronic exhibit, the apparatus comprising: 

at least one memory file in a computer readable medium; and 
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at least one processor, wherein 

the at least one memory file in the computer readable medium comprises: 
one or more electronic transcript files; 
one or more electronic exhibit files; and 

at least one operable electronic link in the one or more electronic transcript files 
operably linking at least one of the one or more electronic transcript files and at least one 
electronic exhibit file of the one or more electronic exhibit files; 

the at least one processor comprises: 

a reader to read the at least one memory file from the computer readable 

medium; and 

a viewer to display the at least one memory file, the viewer being configured 
to allow simultaneous display of the one or more electronic transcript and any operable 
electronically link electronic exhibits. 
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EVIDENCE APPENDIX 



Not applicable. 
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RELATED PROCEEDINGS APPENDIX 



Not applicable. 



